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direction to R&D to ensure they were
patenting things needed to protect dif-
ferentiation and pricing ... Although
defining and aligning the business
and IP strategy are essential to suc-
cessfully achieving these results, new
processes and supporting software
tools are essential to success.”

At a minimum, companies need
an IP database that can hold busi-
ness and technical information
about IP assets, not just legal infor-
mation. Each asset should be tagged
in terms of business unit, product
lines, area of technology, etc. Is it
licensed to one or more third par-
ties? Is it the subject of a conflict?
Ideally, the IP team should have the
ability to create its own categories
at whatever level of detail makes
sense for the business. Some com-
panies use up to eight different
types of categorization to support
portfolio analysis. Procedures are
needed to ensure that the appropri-
ate tags are assigned to each asset,
and of course it should be easy to
change these categories and move
assets from one category to another
as the business changes.

CAPTURING VALUE JUDGMENTS
Another critical factor is the abil-
ity for the IAM system to capture
value judgments by a firm’s experts
and their reasons for making a deci-
sion. How broad are the claims for
this patent? How strong is the tech-
nology? How aligned is it with the
evolving strategy? It is important to
see why decisions were made at dif-
ferent stages in the life cycle of an as-
set. One example of a simple visual
approach to capturing multi-dimen-
sional team judgments is shown in
Figure 3, Portfolio Evaluation Matrix.
A review team can quickly select the
appropriate rating on each axis, add
a comment (not shown) and store
this in the asset record. At the next
review, the team will be able to see,
for example, that the asset was iden-
tified as important for a new busi-
ness venture that was subsequently
shelved, so the asset may no longer

be relevant. Of course, patent rat-
ings from such companies as Ocean
Tomo, The Patent Research Board,
and Innography supply additional
perspective on the potential value
and quality of a patent that may also
assist with this process.

With this information available
via online query or reports at any
time, IP audits and other portfolio
reviews are dramatically easier and
can be done as a routine matter
without the need for massive data
gathering exercises that are so frus-
trating to everyone. It changes the
level of dialog with internal busi-
ness clients because everyone can
see the context in making asset de-
cisions. The organization will also
adopt consistent terminology and
processes, increasing efficiency and
alignment of the IP management
team around common goals.

Story admits surprise that more
companies aren’t driving unproduc-
tive IP out of the business during
our new-found recession. He notes
that “with the drive for lower costs
and higher revenue I would expect
to be seeing much more activity in
this area.”

We agree, especially with the life-
time cost of a patent now in the
$300,000 to $500,000 range. Of
course, with Non Practicing Entities
(also referred to as “Trolls”) buying
tens of thousands of patents and the
rapid rise of patent broker and auc-

tion activity, this creates a highly fa-
vorable climate for reducing unused
patents.

Given this, why do so many com-
panies pass up this opportunity? As
is so often the case, misalignment of
incentives is at least partly to blame.
It seems that the USPTO requires a
very high rate of renewals to cover
new patent filing costs. Patent and
trademark maintenance service pro-
viders’ objectives are not aligned
with the goal of reducing renewals.
Additionally, many companies lack
the IP management infrastructure,
data, and tools needed to make in-
formed, fact-based decisions. This
gives rise to a fear of making poten-
tially career-limiting IP disposition
decisions.

CONCLUSION

As the global economy spirals
downward and the recession deep-
ens, bold new moves will be neces-
sary to regain our footing. This dire
situation is catalyzing change and
emboldening leaders to take action
in new ways. Fortunately, for com-
panies relying on IP, Dow Chemical
has already shown how to take ac-
tion to the benefit of shareholders.
Dow set the bar during the last two
recessions for cutting IP manage-
ment costs while increasing patent
contribution. It remains to be seen if
other companies will follow its lead.
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Figure 3: Portfolio Evaluation Matrix

Source: Anaqua Inc
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